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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 04 November 2002 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 62-105 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 62-105 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) S The proposed drawing correction filed on 04 November 2002 is: a)D approved b)!3 disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachments) 

1 ) I3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) Q Information Disclosure Statements} (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patenl and Trademark Office 

PTO-326(Rev. 04-01) 
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DETAILED ACTION 



Response to Amendment 



1 . Examiner acknowledges applicant's amendment filed on 1 1/4/2002, paper no.6. 

2. Claims 1 -61 have been cancelled, paper no. # 6, 

3. Claims 62-1 05 have been added, paper no. # 6. 

4. Claims 62, and 96 are independent Claims. 



5. The drawing filed on 12/30/1999 is approved by the Draftsperson under 37 CFR 
1.84 or 1.152. 

6. Examiner acknowledges applicant's proposed drawing fig 2, but not considered 
because applicant fail to provide detailed flow chart at least related to what applicant 
regards as improvement over the existing system. 

7. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims, at least flow chart(s) or diagrams , 
for example, disseminating information relating to litigation pending in a plurality 
of courts of law, said method comprising the steps of reviewing records in a 
plurality of courts of law to obtain data relating to lawsuits filed in each of the 
plurality of courts of law, said step of reviewing records in a plurality of courts of 
law includes determining the identity of the plaintiff, determining the identity of 
the defendant determining the cause of action, and determining the identity of 



Drawings 
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the attorney or attorneys filing the lawsuits, transmitting the data obtained from 
the records in each court of law of the plurality of courts of law to a database, 

said step of transmitting data access the database , must be 

shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Applicant required to provide a detailed drawings/figures including a clear flow 
chart explaining each logical step(s) with appropriate reference label or sign . 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Information Disclosure Statement 

8. The information disclosure statement filed on 1/19/2000, paper no. # 4, has been 
considered and a copy was enclosed with this office action, paper no. # 5. 



o 



o 
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Claim Rejections • 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 62-105 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heckman et al. [hereafter Heckman], US Patent No. 5875431 in view of Maxwell, 

US Patent No.6098070. 

10. As to Claims 62 and 96, Heckman teaches a system which including 
'disseminating information relating to litigation pending in a plurality of courts of law, 
said method comprising the steps of reviewing records in a plurality of courts of law to 
obtain data relating to lawsuits filed in each of the plurality of courts of law' [fig 1 , col 5, 
line 61-67, col 6, line 1-7, col 8, line 21-36], litigation corresponds to Heckman's fig 1 , 
element 14, plurality courts corresponds to court system that including local courts as 
detailed in col 8, line 22-25, reviewing records in a plurality of courts of law ' [col 8, line 
38-52, col 9, line 7-18, col 20, line 18-24], 'transmitting the data obtained from the 
records in each court of law of the plurality of courts of law to a database' [fig 2, col 21 , 
line 43-58], database corresponds to fig 2, element21 , element 72, 'transmitting the 
data obtained from the records in each court of plurality of courts of law includes 



o 



o 
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transmitting data indicative of the identity of the plaintiff, the attorneys filing the lawsuits' 
[col 24, line 5-10], ' accessing the database with terminals which communicate with the 
database by a network, and transmitting at least a portion of the data from the database 
over the network to the terminals which access the database' [fig 2 t col 21, line 51-67, 
col 22, line 1-11], Heckman specifically teaches various databases for example 
historical case database element 26, database element 72, 21, and 17 are connected 
through telecommunications means that including local area network, LAN server 
storage, service provider, further Heckman also teaches for example workstation(s) or 
terminal(s) element 18. It is however, noted that Heckman does not specifically teach 1 
identity of the plaintiff, identity of defendant, cause of action, identity of attorney or 
attorneys', although Heckman teaches for example case development management, 
specifically identifying for example plaintiff, defendant, multiple specialties, collection of 
detailed report, and other related constraints for developing a strong case that including 
staffing for the case as detailed in col 8, line 53-67. On the other hand, Maxwell 
teaches a system which including 'identity of the plaintiff, identity of defendant, cause of 
action, identity of attorney or attorneys' [col 3, line 10-49, table 1A-1C, table III, table V], 
Maxwell specifically directed to case management for clients, attorneys, law office using 
relational database, particularly creating various relational tables that has unique 
identifiers such as client ID, attorney ID [see table V], defendant ID [see table III], 
and like. 



o 



o 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the teachings of Maxwell into legal strategic analysis planning 
and evaluation control system of Heckman et al. because they are both directed to 
electronic case management [see Heckman: Abstract, col 5, line 61-67; Maxwell: 
Abstract, col 2, line 64-67], more specifically Heckman is directed to strategic planning 
control or computer based legal strategic planning system that dynamically tracking the 
current legal system that including litigation planning , see col 6, line 24-44, while 
Maxwell is directed to electronic case management specifically including relational 
database manager containing various tables that are linked through certain identical 
and unique fields such as detailed in col 3, line 7-49, table1A-1C,table ll-XXVIII, and are 
both from the same field of endeavor. One of ordinary skill in the art at the time of the 
invention would have been motivated to combined the references because that would 
have allowed users of Heckman legal strategic analysis planning and evaluation control 
system to control, track and obtain necessary information that is automatically 
generated, further bringing the advantages of classifying required data in a relational 
structure and a arranged for managing the data structure to allow users to generate 
required necessary documents as suggested by Maxwell, see col 3, line 1-5. 



o 



o 
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11. As to Claims 63, 98,100-101 Heckman teaches a system which including 
'reviewing records in a plurality of courts of law includes determining the disposition of 
lawsuits field in each court of law of the plurality of courts of law 1 [fig 1 , col 5, line 61-67, 
col 6, line 1-7, col 8, line 21-36], plurality courts corresponds to court system that 
including local courts as detailed in col 8, line 22-25, reviewing records in a plurality of 
courts of law ' [col 8, line 38-52, col 9, line 7-18, col 20, line 18-24], 'transmitting data 
obtained from the records in each court of law of the plurality of courts of law includes 

transmitting data [fig 2, col 21, line 43-58], database corresponds to Heckman's fig 

2, element 21 ,72, 'transmitting data indicative of the disposition of lawsuits filed in each 
court of law of the plurality of courts of law to the database 1 [fig 1-2], disposition of case 
is part of Heckman's teaching because Heckman specifically directed to updating the 
data and final outcome of the litigation tasks as detailed in fig 1 , element 5. It is further 
noted that Maxwell specifically teaches establishing relations between various tables in 
a relational database management [col 2, line 64-67]. 

12. As to Claim 64, the limitation of this claim has been noted in the rejection of 
above claim 1 . In addition, Heckman teaches 'transmitting at least a portion of the data 
from the database to the terminals which access the database includes transmitting 
data [fig 1-2, col 22, line 3-11]. 



o 



o 
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13. As to Claim 65, Heckman teaches a system which including 'reviewing records in 
a plurality of courts of law includes visually reviewing and manually copying records in 
each court of law of the plurality of courts of law' [fig 3, col 22, line 12-25]. 

14. As to Claim 66, Heckman teaches a system which including 'reviewing records in 
a plurality of courts of law includes electronically reading data stored at each court of 
law of the plurality of courts of law, said step of transmitting the data obtained from the 
records in each court of law of the plurality of courts of law includes electronically 
transmitting data to the data storage device' [col 21, line 63-66, col 24, line 42-51]. 

1 5. As to Claims 67, 77, 99, the limitation of this claim has been noted in the 
rejection of above claim 1 . In addition, Maxwell teaches a system which including 
'determining a relationship between a number corresponding to the number of lawsuits 
in which one attorney represented litigants in a plurality of courts of law 1 [col 18, line 26- 
45], Maxwell teaches database management program, more specifically relational 
database management in which various tables have been linked or established 
relationship between various tables based on unique Ids such as Attorney ID field, court 
ID field and like as detailed in col 18, line 26-45], therefore, litigant represented by the 
one attorney in the plurality of courts of law is specifically located based on attorney ID, 
court ID fields as detailed in col 18, tablesXXVI.XXVII, 'transmitting data from the 
database to at least one of the terminals indicative of the relationship between the 
number of lawsuits in which the one attorney represented litigants in the plurality of 



o 
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courts of law and the number of lawsuits decided in favor of litigants represented by the 
one attorney in the plurality of courts of law 1 [col 18, line 59-67, col 19, line 1-3, fig 1]. 

16. As to Claims 68, 97, the limitation of this claim has been noted in the rejection of 
above claim 1. In addition, Maxwell teaches a system which including 'attorney 
represented plaintiffs in a plurality of courts of law and a number corresponding to the 
number of lawsuits decided in favor of plaintiffs represented by the one attorney in the 
plurality of courts of law' [col 3, line 1-4, line 18-20], 'transmitting data from the database 
to at least one of the terminals indicative of the relationship between the number of 
lawsuits in which the one attorney represented plaintiffs in the plurality of courts law and 
the number of lawsuits decided in favor of a plaintiff represented by the one attorney in 
the plurality of courts of law' [col 4, line 6-1 1 , tablel A-1C], further it is noted that 
Maxwell specifically directed to establishing relationship between various tables based 
on the unique identifier or unique Ids such as attorney ID, file number client ID, court ID 
as detailed in various tables. 

17. As to Claim 69, the limitation of this claim has been noted in the rejection of 
above claim 1. In addition, Maxwell teaches a system which including 'attorney 
represented defendants in the plurality of courts of law and the number of lawsuits 
decided in favor of defendants represented by the one attorney in the plurality of courts 
of law' [col 8, line 31-40, table 1A-1C], Maxwell specifically suggests each defendant 
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must have a unique defendant ID field in the database table, further this would allow 
establishing relationship among other related table(s) to get required information. 

1 8. As to Claim 70, the limitation of this claim has been noted in the rejection of 
above claim 1. In addition, Maxwell teaches a system which including 'lawsuits in which 
one law firm represented litigants in a plurality of courts of law' [table 1C], Maxwell 
specifically suggests firm or law firm, attorney that belongs to firm, and courts that 
identifies what kind of court(s) as detailed in table 1C, further Maxwell teaches for 
example establishing relationship between various fields in the relational database as 
detailed in various tables. 

1 9. The limitations of Claims 71-72 are rejected in the analysis of above Claim(s) and 
are rejected on that basis. 

20. As to Claim 73, the limitation of this claim has been noted in the rejection of 
above claim 1. In addition, Maxwell teaches a system which including 'relationship 
between a number corresponding to the number of lawsuits relating to one specific type 
of cause of action in which one attorney represented litigants in a plurality of courts of 
law' [col 8, line 31-49, fig 5A-B], Maxwell suggests for example establishing relationship 
among various tables that including attorney representing client(s) based on unique id 
such as attorney ID, client ID, and specific type of cause that corresponds to incident 
type as detailed in table VI, further it is also noted that Maxwell specifically teaches 



o o 
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various courts that corresponds to court ID that identifies court as detailed in table XII 
litigation table structure. 

21 . As to Claim 74-75, the limitation of this claim has been noted in the rejection of 
above claim 1 . In addition, Maxwell teaches a system which including 'specific type of 
cause of action and in which the one attorney represented plaintiffs in the plurality of 
courts of law and the number of lawsuits relating to the one specific type of cause of 
action and which were decided in favor of plaintiffs represented by the one attorney in 
the plurality of courts of law' [col 3, line 1-5, col8, line 31-40], Maxwell specifically 
teaches relationship between various tables that are specifically directed to for example 
file number that related to attorney ID, court ID, client ID, defendant ID as detailed 
in col 17-18. 



22. As to Claim 76, the limitation of this claim has been noted in the rejection of 
above claim 1 . In addition, Heckman teaches a system which including 'decision by a 
judge or a jury and the number of lawsuits in which the one attorney represented a 
litigant and which resulted in a decision by a judge or a jury favorable to a litigant 
represented by the one attorney' [col 8, line 22-36], 'transmitting data from the database 
to at least one of the terminals indicative of the relationship between the number of 
lawsuits in which the one attorney represented a litigant and which resulted in a 
decision by a judge or a jury and the number of lawsuits in which the one attorney 
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represented a litigant and which resulted in a decision by a judge or a jury favorable to a 
litigant represented by the one attorney' [fig 2, col 25, line 17-29]. 

23. As to Claim 78-79, the limitation of this claim has been noted in the rejection of 
above claim 1 . In addition, Maxwell teaches a system which including 'determining the 
number of lawsuits relating to each of a plurality of different causes of action filed by 
one attorney' [col 17, table XXVII], Maxwell specifically teaches file name that uniquely 
identifies specific case that related to specific causes, therefore, different causes may 
be part of specific file or a file may be created based on different causes and vice versa 
as detailed in col 18, line 26-44]. 

24. As to Claim 80-81 , 88-90, the limitation of this claim has been noted in the 
rejection of above claim 1 . In addition, Maxwell teaches a system which including 
'determining the number of lawsuits which were appealed from a lower court to a higher 
court and which involved a litigant represented by one attorney' [col 18, line 43-44, table 
XXVII], Maxwell specifically teaches for example uniquely identifying not only court 
though Court ID, but also location of court for example county, jurisdiction and like as 
detailed in table XXVII, therefore, lower court, higher court have been defined in the 
data structure field name with appropriate description, reference as detailed in col 18, 
line 5-13. 
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25. As to Claims 82-83, the limitation of this claim has been noted in the rejection of 
above claim 1. In addition, Maxwell teaches a system which including 'determining the 
relationship between a number of lawsuits decided in favor of a plaintiff by each judge of 
a plurality of judges in each of a plurality of courts of law to a number of lawsuits 
decided by each judge of the plurality of judges' [col 17, line 55-67, col 18, line 5-13], 
Maxwell specifically teaches for example each judge is uniquely identified by Judge ID 
similar to defendant ID, client ID, Court ID and further establishing relationship between 
various table structure , see col 9-18 tables. 

26. The limitation of Claims 84-85 has been rejected in the analysis above, and 
these limitations have been rejected on that basis. 

27. As to Claims 86-87, 105, the limitation of this claim has been noted in the 
rejection of above claim 1. In addition, Maxwell teaches a system which including 
'identity of expert witnesses for each cause of action of the plurality of different causes 
of action in each of the plurality of courts' [col 12, line 19-34], Maxwell specifically 
teaches for example witnesses table structure that uniquely identifies not only witness 
name, but also witness related attributes with reference as detailed in table X. 



o 



o 



Application/Control Number: 09/476,156 



Page 14 



Art Unit: 2177 

28. As to Claims 91-95,102-104, the limitation of this claim has been noted in the 
rejection of above claim 1. In addition, both Maxwell and Heckman teaches 
'transmitting data includes transmitting data relating to lawsuits' [Maxwell: fig 1, 
Heckman: 2], further it is noted that Maxwell teaches lawsuits filed within a period of 
time in each of a plurality of courts of law' [col 13, line 25-33, col 14, line 41-42, table 
XIII, XVI], Maxwell specifically teaches for example litigation table structure that 
uniquely identifies trial data, trial time, court ID, file number as detailed in table XIII so 
that it is possible to track specific case status in specific court(s). 



Response to Arguments 



29. Applicant's arguments with respect to claims 62-105 have been considered at 
page 14-30, but are moot in view of the new ground(s) of rejection. 
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Conclusion 
The prior art made of record 

a. US Patent No. 5875431 

b. US Patent No. 6098070 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure 



c. US Patent No. 6430581 

d. US Patent No. 6263351 

e. US Patent No. 6366925 

f. US Patent No. 5991733 

g. US Patent No. 5159180 

h. WO01/020515A1 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Srirama Channavajjala whose telephone number is 
(703) 308-8538. The examiner can normally be reached on Monday-Friday from 
8:00 AM to 5:30 PM Eastern Time. The TC2100 J s Customer Service number is 
(703)306-5631. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene, can be reached on (703) 305-9790. The fax phone 
numbers for the organization where the application or proceeding is assigned are as 
follows: 

703/746-7238 (After Final Communication) 

703/746-7239 (Offical Communications) 

703/746-7240 (For Status inquiries, draft communication) 



Any inquiry of general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 305-9600. 



(703) 308-6606 



(Art Unit) 



SC 



SRIRAMA CHANNAVAJJALA 
PRIMARY EXAMINER 



Patent Examiner. 
December 18, 2002. 



